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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 - 2, 4 - 5, 7 - 14, 28, and 30 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Fredlund et al. (US Patent 5,666,215). 

4. In regards to claim 1, Fredlund discloses a photofinisher that receives film from a 
customer, scans the film, and stores the scanned images (Column 2 Lines 28 - 31), 
wherein the receiving unit receives the plurality of images from a corresponding user 
automatically in accordance with an instruction which is determined by each user in 
advance (Column 7 Lines 18-19). Moreover, the images files are stored in a storage 
device, which were scanned from the photofinisher (Column 4 Lines 34 - 36). 
Furthermore, Fredlund also discloses a CD-writer for producing Photo CD's (Column 7 
Lines 26 - 27). 

5. In regards to claim 2, Fredlund discloses that the processed film is also scanned 
into a scanner in order to convert the negative film into digital images (Column 3 Lines 
29-31) and is attached with a customer identification number (Column 3 Lines 34 - 
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36). Once the images are converted they can be later recorded onto a Photo CD, as 
was previously discussed. 

6. In regards to claim 4, Fredlund discloses that once the customer is done with 
placing an order (Column 6 Lines 30 - 36) the images can then be recorded onto a CD 
with the use of a CD-writer (Column 8 Lines 56 - 63). 

7. In regards to claim 5, Fredlund discloses a computer data entry means that 
allows a user to input information related to their images (Column 5 Lines 44 - 51). 
This information can then be recorded onto a recording media if the user chooses to. 

8. In regards to claim 7, the examiner understands that the date and the place are 
just more information that the user can input into the database that further identifies the 
images. When the user accesses the database to have select the images they would 
want recorded they can do so based on the information that was provided. Moreover, it 
is well known that digital cameras use such information in order to organize the images 
on its storage medium and that cameras inherently have some type of GPS unit 
imbedded in them so that phone companies can track where phone calls are being 
made and determine if the phone is in a roaming area. Therefore, when the images are 
transmitted to their location through the cellular phone a tag, such as the date and 
location, must be sent with it so that the phone company can later charge the user for 
the extra service. 

9. In regards to claim 8, Fedlund discloses a system and method for facilitating 
ordering and re-ordering of prints from negatives (Column 2 Lines 45 - 27). Moreover, 
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Fredlund discloses a computer that controls an image-capable printer for paper prints 
(Column 7 Lines 18-26). 

10. In regards to claim 9, Fredlund discloses that once the customer chooses which 
images to be re-ordered, the customer is presented with services related to the selected 
image, such as the quantity and the size (Column 2 Lines 47 - 57 Column 3 Lines 52 - 
63). 

11. In regard to claims 10 and 11, Fredlund discloses a mass storage device that 
stores the, "...digital image along with a customer order number and a unique customer 
identification number (Column 3 Lines 33 - 36)." The customer is then able to use the 
identification number given to them to access the images they would like to be printed 
(Column 4 Lines 46 - 50). 

12. In regard to claims 12 - 14, Fredlund disclosure of a photo production and 
delivery system that allows customers to submit images to a storage device and assign 
the customers with an identification number is discussed above. The identification 
number allows them to access the storage device and select the images they would like 
printed or recorded on a medium. In the case that the customer would like the images 
to be recorded on a medium, such as a CD, a CD-writer that is integrated to a computer 
system would be used. Moreover, the optical disc would have the identification number 
and image recorded on it (Column 3 Lines 32 - 36). 

13. In regards to claim 28, Fredlund discloses a photofinisher that receives film from 
a customer, scans the film, and stores the scanned images (Column 2 Lines 28 - 31), 
which can be found at a photo store, drugstore, or supermarket (Column 3 Lines 25 - 
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27). Moreover, the images files are stored in a storage device, which were scanned 
from the photofinisher (Column 4 Lines 34 - 36). Furthermore, Fredlund also discloses 
a CD-writer for producing Photo CD's (Column 7 Lines 26 - 27). The order is then 
completed automatically (Column 7 Lines 18-19), the images can be returned to the 
customer by mail or picked up by the customer at the location where there were 
dropped off (Column 3 Lines 39 - 42). 

14. In regards to claim 30, Fredlund discloses that the processed film is also 
scanned into a scanner in order to convert the negative film into digital images (Column 
3 Lines 29-31) and is attached with a customer identification number (Column 3 Lines 
34 - 36). Fredlund also discloses a mass storage device that stores the, "...digital 
image along with a customer order number and a unique customer identification number 
(Column 3 Lines 33 - 36)." The customer is then able to use the identification number 
given to them to access the images they would like to be printed (Column 4 Lines 46 - 
50). 

15. Claims 15 - 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Enomotoetal. (US Patent 5,974,401 /J P 10078918 A The examiner would like to 
note that the English equivalent of will be used and a translation of the original 
patent of JP 10078918 A published in 1998 has been requested). 

16. In regard to claims 15, Enomoto discloses a receiving unit operable to receive a 
plurality of images from a plurality of users (Column 3 Line 16), an image keeping 
apparatus operable to keep the plurality of images received and recorded therein by the 
receiving unit (Column 3 Lines 17 - 20), a delivery-medium recording unit operable to 
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record the plurality of images onto recording media in such a manner that each 
recording media stores on or more images of the plurality of images that were received 
from one of the users (Column 8 Lines 27 - 33), a keeping-time monitoring. unit 
operable to monitor a keeping time for each of the plurality of images to. determine 
whether or not the keeping time reaches an end of a predetermined keeping term, the 
keeping time being a time that has passed after each of the plurality of images was 
recorded in the image keeping apparatus (Column 8 Lines 20 - 26), and a keeping time 
notifying unit operable to notify, when the keeping time is determined to reach the end 
of the predetermined keeping term, a corresponding user of each of the plurality of 
images that the predetermined term expired (Column 7 lines 4 - 8). 
'17. In regards to claim 16, Enomoto discloses the image keeping apparatus deletes 
one of the plurality of images for which the predetermined term expired, if no user's 
instruction is revised from the corresponding user within a predetermined waiting time 
period after the notification (Column 7 Lines 4-8; Column 8 Lines 20 - 26). 
18. In regards to claim 17, Enomoto discloses a receiving unit operable to receive a 
plurality of images from a plurality of users (Column 3 Line 16); an image keeping 
apparatus operable to keep the plurality of images received and recorded therein by the 
receiving unit (Column 3 Lines 17 - 20); a delivery-medium recording unit operable to 
record the plurality of images onto recording media in such a manner that each of the 
recording media stores on ore more images of the plurality of images that were received 
form one of the users (Column 8 Lines 27 - 33); a payment-mode receiving unit 
operable to receive an instruction specifying a payment mode from each of the users 
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(Column 8 Lines 13-14); and a payment processing unit operable to indirectly charge 
each of the uses in accordance with the specified payment mode (Column 7 lines 48 - 
53). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claim 6, 35- 35, and 41 -42 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fredlund et al. (US Patent 5,666,215). 

21 . In regards to claim 6, the use of using user ID'S in order to access information, 
especially for online shopping, is well known and common practice in the art. 

22. In regards to claim 35, it is old and well known that images are captured and 
stored in digital cameras. 

23. In regards to claim 36, it is old and well known that digital cameras store the shot 
date and number of captured images. As a result, when the receiving unit receives the 
images from the camera, the shot date and number of captured images would be 
included as well. 

24. In regards to claim 41, it is old and well known that images are captured and 
stored in digital cameras. 

25. In regards to claim 42, it is old and well known that digital cameras store the shot 
date and number of captured images. As a result, when the receiving unit receives the 
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images from the camera, the shot date and number of captured images would be 
included as well. 

26. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund 
et al. (US Patent 5,666,21 5) in view of Komatsu et al. (US Patent 4,81 7,050). 

27. In regards to claim 3, Fredlund is discussed above, but fails to teach a system 
that is able to record images at predetermined intervals. However, Komatsu does teach 
a database system that contains a counter that transfers data from one filing system to 
another after a predetermined period of time lapses (Komatsu Column 7 Lines 59 - 63). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
of the invention in view of the teachings of Komatsu to modify Fredlund to include a 
database with a counter to record images at predetermined intervals, such as after a 
predetermined period of time has lapsed. 

28. Claims 18 - 22, 25 - 27, 37 - 38, and 39 - 40 are rejected under 35 
U.S.C. 103(b) as being anticipated by Allen et al. (US Patent 5,737,491) in view of 
Fredlund (US Patent 5,666,215). 

29. In regard to claims 18 and 19, Allen discloses a camera that is connected 
wirelessly to a cellular phone (Column 3 Lines 5-9) for the transmission of images to a 
server. In Table 1 a list of commands are disclosed, such as the "Send Prints 
(address)" command that will send the images to a designated address or number 
through the cellular phone (Column 2 Lines 1 - 5, Claim 7). It is inherent that these 
operations must be carried out with the use of a program and a connection-detecting 
module. 
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Allen, however, fails to teach that the images capture are transmitted 
automatically in accordance with an instruction determined by a user in advance. 

However, Fredlund does teach the feature of carrying out image orders manually 
by the photofinisher or automatically. The use of this feature would allow for the image 
processing to be carried out seamlessly while avoiding any human error that may be 
introduced through the image processing. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Allen in view of the teachings of Fredlund to introduce 
a feature to automatically carry out image order in order to avoid human error. 

30. In regards to claim 20, the examiner understands the monitoring module's 
function is to just keep track of how many pictures have been taken and that the 
predetermined number is a number chosen by the user of the camera. It is, therefore, 
obvious that digital cameras have features that monitor details concerning the camera 
and the amount of images that have been taken. When the camera can no longer hold 
any more images because it has reached a predetermined number, which happens to 
be the maximum number of images that the camera can hold, then the user can 
transmit the images in a manner that has already been previously discussed above. 
The examiner would also like to note that the camera does not have to be full in order to 
send the images. If the user of the camera would like to transmit the images when 
some predetermined amount chosen by the user of the camera then user can do so. 

31 . In regards to claim 21 , Allen discloses that digital images taken by a 
photographer with a digital camera are transmitted wirelessly to a cellular phone, which 
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will then be received by an image fulfillment server (Column 1 Lines 60 - 65, Column 3 
Lines 5 - 8). These operations are carried out with a microprocessor found within the 
digital camera (Figure 1). 

Allen, however, fails to teach that the images capture are transmitted 
automatically in accordance with an instruction determined by a user in advance. 

However, Fredlund does teach the feature of carrying out image orders manually 
by the photofinisher or automatically. The use of this feature would allow for the image 
processing to be carried out seamlessly while avoiding any human error that may be 
introduced through the image processing. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Allen in view of the teachings of Fredlund to introduce 
a feature to automatically carry out image order in order to avoid human error. 

32. In regards to claim 22, Allen discloses a voice recognition program that allows a 
user to instruct the camera to send images to an external apparatus (Allen Column 3 
Lines 49 - 52). 

33. In regard to claim 25, Allen discloses that the camera "...includes an interface, 
such as a SCSI port, for connecting to an external input device 27 such as a keyboard 
or LCD touch screen. The external input device 27 may be used to enter information 
such as text annotation, electronic addresses of file names that are to be associated 
with photographer's utterances (Column 2 Lines 63 - 67, Column 3 Line 1)." After the 
photographer takes the picture, a verbal command can be given to transmit the images 
(Column 3 Lines 49 - 52). 
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34. In regards to claim 26, it is well-known in the art that a digital camera has a 
display to view stored images and select which images the user would like to view, one 
such example is Kodaks' DC4800 Digital Camera 
(http://www.pcstats.com/articleview.cfm?articlelD=593 ) 

http://web.archive.org/web/20Q0081 5073948/www.kodak.com/US/en/digital/cameras/D 
CSGateway.jhtml). 

35. In regards to claim 27, Allen discloses a transceiver that is part of the digital 
camera (Figure 1, Column 2 Lines 48 - 51). 

36. In regards to claim 37, it is old and well known that images are captured and 
stored in digital cameras. 

37. In regards to claim 38, it is old and well known that digital cameras store the shot 
date and number of captured images. As a result, when the receiving unit receives the 
images from the camera, the shot date and number of captured images would be 
included as well. 

38. In regards to claim 39, it is old and well known that images are captured and 
stored in digital cameras. 

39. In regards to claim 40, it is old and well known that digital cameras store the shot 
date and number of captured images. As a result, when the receiving unit receives the 
images from the camera, the shot date and number of captured images would be 
included as well. 

40. Claims 23 - 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allen et al. (US Patent 5,737,491) in view of Komatsu et al. (US Patent 4,817,050). 
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41 . In regards to claim 23 and claim 24, the examiner notes that the fact that the 
images are transmitted after a predetermined time or quantity has been reached does 
not affect the actual function of how the images are transmitted, i.e. time and quantity 
are the same in that they are both measurements that both will carry out the same 
function of triggering the transmission of the images. With that said, Allen discloses a 
voice recognition program stored in a camera, which stores images, that is connected 
wirelessly to a cellular phone, which transmits the images to an external apparatus, 
such as an image fulfillment server (Allen Column 1 Lines 60 - 65, Column 3 Lines 5 - 
8, Column 3 Lines 49 - 52). 

Allen fails to teach that the transmission of these images is transmitted. after a 
predetermined number or time has been reached. 

However, Komatsu does teach a database system that contains a counter that 
transfers data from one filing system to another after a predetermined period of time 
lapses (Komatsu Column 7 Lines 59 - 63). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention in view of the teachings of Komatsu to modify Allen to include a 
database with a counter to transmit images from the camera to the image fulfillment 
server after a period of time has lapsed. 

42. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fredlund etal. (US Patent 5,666,215) in view of Allen etal. (US Patent 5,737,491). 

43. In regards to claim 29, Fredlund is discussed above, but fails to teach a method 
of transmitting digital images via a phone. 
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However, Allen teaches a method of transmitting images taken by a digital 
camera that is wirelessly connected to a cellular phone to a specified location (Column 
3 Lines 5-9, Column 2 Lines 1 - 5, Claim 7). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention in view of the teachings of Allen to modify Fredlund's method to 
include a method of transmitting images to a specified location via a cellular phone. 

44. Claim 31 - 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fredlund et al. (US Patent 5,666,215) in view of Allen et al. (US Patent 5,737,491) in 
further view of Enomoto etal. (US Patent 5,974,401/JP 10078918 A The examiner 
would like to note that the English equivalent of will be used and a translation of 
the original patent of JP 10078918 A published in 1998 has been requested). 

45. In regard to claims 31 - 34, it is well known in the art that a customer must 
present a method of payment at the time that a specific service is completed whether it 
would be cash or credit. In regards to be charged through a phone company, it is well 
known in the art that phone companies will charge their customers for any extra 
services on top of their customers' regularly monthly charges. With that said, Fredlund 
and Allen are discussed above, but fail to teach a method of payment. 

However, Enomoto does teach a payment service in which the customer 
chooses their mode of payment in the details of the charge (Column 7 Lines 48 - 53). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention in view of the teachings of Enomoto to modify Fredlund and 
Allen to include a payment service for the delivery of the submitted images. 
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Response to Arguments 

46. Applicant's arguments filed 7/21/2006 have been fully considered but they are 
not persuasive. 

47. In regards to the arguments on: 

Drawings 

a. Page 15 Paragraph 2: Priority has been acknowledged 

b. Page 15 Paragraph 3: The drawing objection is withdrawn 

c. Page 15 Paragraph 4: Figure 5 is accepted by the examiner 

d. Pages 15-16 Paragraph 5: The drawing objection is withdrawn 

e. Page 16 Paragraphs 1 - 2: The drawing objection is withdrawn 

Specification 

f. Page 16 Paragraph 3: The specification objection to the title is withdrawn 

g. Pages16 - 17 Paragraph 4: The specification objection is withdrawn 

Claim Objection 

h. Page 17 Paragraphs 2-3: The claim objection is withdrawn 

i. Page 17 Paragraph 4: The claim objection is withdrawn 
j. Page 1 8 Paragraph 1 : The claim objection is withdrawn 
k. Page 18 Paragraph 2: The claim objection is withdrawn . 

Rejection under 35 (JSC § 102 

Fredlund 

I. Page 18 Paragraph 4: The examiner acknowledges the improper 
rejections regarding claims 28 and 30 and has corrected them accordingly. 
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m. Page 18 Paragraph 5 & Page 19 Paragraph 1: The examiner has 
responded to argument appropriately regarding the automatic feature of the 
invention.. As a result/the rejection is still maintained under 35 USC § 102. 
Jackson 

n. Page 19 Paragraphs 3 - 5 & Page 22 Paragraph 1: The examiner 
acknowledges the improper rejection regarding claims 15 - 17, 28 - 29, and 31 - 
34. As a result, the examiner has withdrawn the rejection and has applied new 
art above. 
Allen 

o. Page 20 Paragraph 2: The examiner acknowledges the improper 
rejections regarding claims 28 and 30 and has corrected them accordingly, 
p. Page 20 Paragraph 3-5: The examiner withdraws the rejection made 
under 35 USC § 102 for claims 18-22 and 25 - 27 and has been discussed in 
detail above. 
Fredlund/Komatsu 

q. Page 21 Paragraph 1 : The examiner maintains the rejection since the 
applicant has failed to explicitly point out what the error of using the combination 
of Fredlund and Komatsu. 
Allen/Komatsu 

r. Page 21 Paragraph 2: The examiner maintains the rejection since the 
applicant has failed to explicitly point out what the error of using the combination 
of Allen and Komatsu. 
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Conclusion 



48. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure in which the newly added references can be found on the PTO- 
892 Notice of References Cited. 

49. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerardo Araque Jr. whose telephone number is 
(571)272-3747. The examiner can normally be reached on Monday - Friday 8:30AM - 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINER 
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